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CENTRAL FAX CENTER 

FACSIMILE TRANSM.TTAL„^^ J 




DATE: March 19,2004 

Please deliver the following Communication, Notice Declaring Interference for Interference 
105,116 (12 pages) and Notice Declaring Interference for Interference 105.048 (31 pages) 
to: 



NAME: Examiner Christopher Yaen - Group Art 1 642 
U.S. Patent and Trademark office 
Washington, DC 20231 

Fax No.: (703) 305-3014 

FROM: Wendy M. Lee 

Registration No.: 40,378 

RE: U.S. Serial No.: 09i705,579 
Our Docket No.: P1053R1D1 




Number of Pages Incl uding this cover sheet - 4 fi 

Certif icate of Facsimile Transmission Under 37 CFR § 1 a 



n ullum I T^Kf I E 

the intended SfSt ^ ^ us and the retransmission of them to 

If you do not receive all pages, please notify Wendy Lee at (650) 225-1994. 
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Patent Docket P1053R1D1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of 
Brian M. Fendly 
Serial No.: 09/705,579 
Filed: November 2, 2000 

For: ANTI'-ErbB2 ANTIBODIES 



Group Art Unit: 1642 
Examiner: Christopher Yaen 
Confirmation No: 5667 
CUSTOMER NO: 09157 



In aeocrfdanotj with CFR § < .6(ct). thi? correapondbnca aildrow&d to Ctimmisaiongr 
for Pawmts, P.O. Biix 1450 Atexandria, VA id being transmlUt^d U> 

foc«imila No. <703) 30i^14 



March _KJ , 2004 



Wendy M. Lee 



Mail stop AF 
Commissioner for Patents 
P.O, Box 1450 
Alexandria, VA i*2313-1450 

Sir; 

STAIEMENT CONCERKINS TNTERFEREKCE PROCEEDINGS 

Applicants attach copies of: 
Notice Declaring Interference with respect to Patent Interforence No. 10b, 0^8; 
Notice Declaring Cnterference with respect to Patent Interference No. 105,116. 

It is evident that the cl^tima of the present application concerning 
treating a tumor or cancer characterized by overexpression or activation of Ertoij2 
by administering iwfch an ^tl~Ei±^ a«tii>orfy and V^nor^lhln^ do not corrc^spond 
to the count of the ^048 interference {claim 41 of Hudziak Appln No. 10/174,806; 
-A monoclonal antibody that binds to HE:R-2 antigen") , Nor do the claims of the 
present application correspond to the count of tho m6 interference (cl^iiia 3 of 
fiudziak patent No, 6,399,063; "A method of inhibiting the growth of tumor cell.-, 
that overexprt^ss HER2 receptor comprising ^diainister Ing to a [breast cancer] 
patient an antibody comprising an antigen binding rr^gion which specifically bind^ 
to an extracel.iular domain of the HER2 receptor in an amount effective to inhibit 
growth of the tumor cells in the patient, wherein the antibody is not conjugated 
to a cytotoxic moeity-) . Applicants ha^.e provided evidence (see amendm^nc dated 
^Oarch 19, 2003, page 6, 4t>* paragraph) demonstrating that the presently clr. imed 
combination is highly .^tiv^ and well tolerated. Applicants Submit that n^^ Lher 
th. count of the ^048 interference nor the counr of the U16 interference .ogge.t 
the presently claimed combination which i. highly active and well tolerated in 
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FREVIOUSliY FIliED IDSs 



AppliGants poiAt. out that they have not received from the PTO inlLiciied 



copiGS of the following 14 49 forms; 

^ IDS filed 4/30/2001 cicing ref nos . 191-192 

- IDS filed 6/3/2003 citing ref nos . 193-248 



Applicants respectfully raquest that t-he initialed 144 9 forms bo returned 



to them indicating the Examiner's consideration of the art cited therein. In ths 
event that the references are lo«5t^ Applicants will be happy to provide 
replacerrtent copies upon request, 

Applicants Relieve that this application is in condition for allowance, 
and look forward to early notification to that effect- 



Respect fully submitted. 



GEINENTECH. INC, 





Wenciy M. Lee 

Reg. No. 40,378 

telephone: (650) 2^^5-22 5-1 994 
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The opdrtico in wippcxrt o^thc dedsfofl 



F^led by: Micha^ P. Tlitmey 

AdmixnixtnirivB Paxfint Jud^ 

Box Innerftrflnce Filed 
Waihiagtcwj. D.C 2teAl October 24 2002 

Faxi 7O3-305-O&42 

UNTTED STATES PATENT AND TRADEMARK OmCE 



BBFOaE THE BOARD OF PATENTT APPEALS 
AITO INTERFERENCIBS 



G£N£T<{Ti:CH 
Junior Party 



Junior Party 




{ } PawtH mMtference No, 105,04S (MPT) 



NOTICE REDECLAIONG INT£RFE1BENCE& 105^1 & 105,022 
Oa August 12» 2002. m inteffenjnce was dcckrcd betweeai Orccnc *59d and Huddak, 
UvS.PateDtNo.6J65/t64CHiidJdak*464). (fatcrfbrenceNa- 105,021), Similarly, an 
interference was declared on Augtwt I?. 2002 behveea Greene. tJ.S, Application No. 09/158,899 
(Greene *899) and Ring, Palcot No. 6,0^,561 (Ring '561). (Ihteferoice No. 105.022). 

Chiitm io the real party in interest in Ring *561. (LatCsTftrencc No. 1 05,022, P^cr No. 
10). WhiletiieafiidgneeofChPeenc*S99ififl5«Tj^^ 

Gcn«ntechi8anexclmrvelicenAAc of Greene '899 and is said to be the real party in iiitwtt^ 



it^^^^J^f^^ Senior party status Shan be awarded prior to ente^ 

pnotivy poase of the ujto cilfcifcii cfe. 



O 
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(bnerference No. Paper No. 4). Borthermcre, Geneotcch is the real paity in interest in 

Hudziak ^464, Onterferencc No. 105,031, Paper No, 8). 



inteiferezices axe lenniiuited without pr^udicc! and mcfgcd imo Ac new (redfclared) bterftrence 
No. 105,048. 

Dudng a coitfercacc call on August 29. 2002, the API rcqufisted daiiSc&don of the extent 
df Gcxi£3it<^*« 4utlianty to vuniiul ilu: pn^secudon of tbe Qreene ^S99 e^)pltcaticn. Furthennote^ 
the API inquired whether or flot counsel for Qdnaatcch owed a fidudary duty to the Tmstew of 
thtf University of Pennsylvania, Counsel for Oe^ieatech stated that no fiduciary duty was o«/ed to 
the Trustees of University of Pennaylvenia and dial Genentech controls the prosecution of the 
Greene *899 appb'cation. 

In of (Senemtech's control over both Qpeenc *S99 and Hudzialc '464, the APJ 
exptes&eA an intent to issue an Order to Show Cause afi to why the 105^021 inter&reaee should 
be continued. Sec, 37 CF,IL §1 .602(a>, Couisiset Ibr Ocneniech cited the deci$iou in Barton v. 
Ad^g. 162 F.3d 1 140, 49 USFQ2d 1128 <Fed. Cir. IMS) as precedent fbr contmoing the 
105.021 hrterifeteoce. The APJ noted, however, that ttte deciaion in Baitgj ff involvt?d a *HhTt^ 
way^ mtefferenoe a& opposed to die two **twO'WB/* int6r&renI^e$ that had been declared. 

Based vq^Km the discii5»a(n,i)oOid^ Kathcr.the 
APJ requested rliai thaparties £le a chart dciuctiug the vaxioua paiem femily trcca fbr the 
applications and patesxts involved in iho 105»Q21 and 105,022 interfereQced* The APJ also 
requested that a copy of the pending and Issued claims fbr the family tree be provided to die 

October 4. SQfll rWerence 

Having m^civod and reviewed the parties' patem ftm^ 
conducted another conltomce call with the parties. At the conference call, counad Jar 



Interference No. 105^048 
Page No. 2 



As di»:ussed below^ ooocuiTent with this rcdeclaratiott, the 105,021 and 105.022 




Inter&rcticeNo. 105.Q48 
Page No. 3 

Oenentisch exiuessed cancan legardiiig the ficope of the cowxt in the 105^02} interfereoce. 
Specifically, GeaemedL noted that Count 1 in the 105,021 uuerfieT^ce is Greene claim 23. 
Fuxfhisr, Geocntecji noted that Ccuintt in Ihe l^ 

Genentech's counsel ibm indicated UiaC Gcnentcch and Cbiion in dispute as lo (he scope of 
the texm *1>ixids,** which e^ppears in Qteei^ claim 23, Qiven the dilute as to the scope of the 
cou2^ die AP J initi^y suggested that a claim/coutit con^tmcdcm hearing be held prior to 
issuing an Onicr to Show Canse in the 105,021 inter&rence. Chiron's counsel, however, noted 
that sui^ a briefing would not necessarily be binding iqion 

th^e 105,021 uumfeccuco. At that point, die APJT miggjcsied mat; (1) a briefing scbeaulC of 
Geneniech/Chimn/Genenteeh be held; Or (2) the inter&rtmces be rededarcd as a "tnerged" 
interference, Hie APS invited die patties to file a brief commeming upon the structure of the 
interferencee. 

Additionally^ counsel for Chiron alleged that thexe wa$ no interfcrcnc&-in-fect between 
Ring's applications and patents and die Oreen^ *B99 application. Counsel for Genentech 
disagiedd and ofibred to add d new claim to die Gteeoie a^Ucation that more paxticularly define 
Grecne*s claimed piss as human pi 85, The AP J invited Oenentcch to idttitil^ the basis for stich 
a claim as part of its brief on the structure of the iuteifeicnce. 

Ptjoiypn on Structmc of Interfereneea 103.021 and 1Q502^ 

Both parties hdeft regarding the structure of the Intar^tence have requested diat there be 
a sin^einterf(£rence between die Greene^ Hudziak and Ring appli^ TheAPJ 
concurs. A single inteifbcncc. Ihterferance No» 105.M^ 

inter£Erences.lQterfii!aYaica No$* 105,021 and 105,022. ar»tetxtkinated without pjcjudice. 

OetObet 1 8, 2002 Con f^M 

A confeitoice call washeld on October 18, 2002 involving: 

1. MichaelP.Tiemcy.Administintive Patent Judge 

2. Steven B,KjeIber,coukuQl&raeneutech. 



Inter&reaicc Nq, 105,04S 
Page No, 4 

3, Thomas R Cidttl and Matdiow L Krceger» coiuuel for CbiTQU- 

At ttic outs<^ of the cQo&rcsnce call» 
expedited schedule &3t the prelimmaTymottona phase of the iptadfarenca. ChiTon's brief 
requested an expedited briefing schedule moticHis limited to: (1) motions regarding 
iAtei^p(retati^A of count fimitatioiss; (2) motions fi>r no iiitec&mice-izirfact; (3) znotions icgArding 
the unpatentability of ttm parties' claims undo-SS U,S.a §102. hi contrast, Gencntech*s brief 
r^que^ted an expedited schedule fbr etdcteiiiig & tiew kumaa plS^ claim Sac the Greene plication 
and for mtdesigtiatine claims t!hat» m the opinion of the parties, do not corte^nd lo the Count:. 

Based upon the infiumation provided during the conference call, the API declined to 
enter into an expeditdd aehedule for the pteluninaiy motiom p^od. Specifically; at thi9 time, 
the paities were unable to identify a liniited set cf ksue^ tb^ both parties agree would be 
di^osxtive of the issues raised in iSieim^limliuuy motion The APJs however^ is still 

willing to considQ- e^editu^ the resotation of the prelizninary motions phaAe. As such, along 
with the lists of imended fweJiminfliy motions (Standing Qrder^ ^17)» the parties are invited to 
subtmiJC a one page outline on whether or not an espeditM decision on tbc scope of the Count 
would be beneficiaL 

Counsel for Genentech has nsqueatcd permission to mc a miscellaneous motion seeking 
' I iho disqualificatioii of CaiiTon'fi counsel jfirtm Genetally, under tiie auspices of a 

district court protective order, Chiron's present counsel was privy to confidential Genentech 
infijimation. Genentech alleges that Onmn^s knowledge of Ocnenlcch's confidential 
infonnation is likely to be detrimental to Gaientech's interests in the interference and that 
disquaiificatioa is necessary to prevent undue pr^udiee. While not enrirely convinced as to the 
merits and scope of the disqualification i*quest» GenentciA ^ 

the motion and any supportoig evidaice by no later diaflft Novetuber 19, 2002, Prior to filing the 
motion, however;, Genentach shall contact Chiron's counsel and attempt to resolve the mattw:. 
The redeclaration of the 105,021 & 105,022 intetfcrcnccs is set forth below, 

PartA* Rededarfttlonof interTereiice 

An interference is declared (35 U.S-C. § 135(a)) between the above-identified parties. 
Details of the application(s), patent (if any), reissue appUcation (if any), cauni<s) and 
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IhterfereQceNo, 105,048 
Page No. 5 

claims designated as coxtespckridlas or as wt correspoodiixg to the coiixit(s) ajqiear in Parts £ and 
F of this NOnOB RBDECLjUUNO INTERFERENCE, 

PartB. Judge desigimeed to hmdto the inters 

Admiiiistrativ^ Patent Judge Michael P. Tlcscoey 1^ 
imeifeiencc. 37CFEl§ 1.610(a). 

Parte. Standing order 

A Trial Section STANDESG ORDER accariq[Mmes this NOTICE REDECLARING 
INTERFEKENCE. Tte STANDING ORDER ^plies to dds interfertticfi. 

PartD. Conlerence eall td set dAte$ 

A telephoud confetence call to fiec date$ fyr taki]Qg aetioil in the mterfer^^ice is schoduled 
for 2:00 p-kn. (ES1% Novemhtf 21, 2002 (the call wiU be iisitiAtcd fiom th« PTO), 

No later than tmbastneaa days i^ior to the coi)£e^ 
sewe by fiu»inulc a hst of the iM?eHitt^^ 
STANDING ORDER, 
f I Acopyofa ''sample" order 3fflifigtinije$fOT 

phftifi of die inicrfiKrwiioc accomp 

Counsel are cn£M)iu:%ed to discuss the onlerinw to die co 
cotmu^ to some mutual agr^eoi^ as to dai««fiu^tj^^ A typdcal preliminary motion 

period kfiteappiioxnnatebrniM (9) nioiid^ Counsel ahould be piv^iaied to justify any request 
for a shorter Or loztger period. 

Attached to this Notice arc copies of the patent fiinai^ 
Gencntech'a Greene and Hudziak aK>licati<ais and patents. The following tables correlates the 
involved ^f^caiions and patents widi the pmtics respective patent &mily tcoefi,^ 

^*°^»^^<>^»4,2002confcnm« 
Rmfc US. 5,62M97 C^Ring patOTt wouM a^ 

ihc Claims of the Ring pateirt appear to correspond to Count 1 of thd tedcclarcd interffcrcnce 
Accordingly, tihe Rin« 'lOT patEiu has not been added ta the h^ 
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Laterfertsnce No, 105,048 



CraRCJN AND GENENTECH PATENT FAMILY TREES 


REAL PARTY 


TAB 


US. PATENT OSt 
APPLICATION NO- 


FILING DATE 


CHIRON (Ring/Fzaolcel) 


2 


Patent No. 4,753,894 


Januaiy lU 1^85 




4 


PatcQt No. 5,169,774 


Mav6 19S8 




6 


AiMlicaliem No 0S/4S6^8 1 7 


Tinned T 1 0Q^ 




7 




JUZlC L^Vj 






Annliefllirm !^ff» GR/d77 S 1 


Xwint» *7 100< 

June lyv^ 


0£N£NT£CH fGneruA 


5 




J- i-|*^rirLl1-L -1 _ 1 QQH 

aCpXiCXuUCr AJf 1779 


GENENTBCH 




Patent "Nfft S 72fl 


£NWCEZ10Cr ZOf 1 774 




5 


Patent No, 5,725,856 


Mav23 1005 




<$ 


Patent No. 5^720,954 


Mttv23 1995 




7 


Patent No. 5,677,171 






8 


P»tcnt No- 5,770.195 


May 23, 1995 




9 


Patent No. 5.772,997 


May 23, 1^5 




10 


A|»plicatioo No. 1 (V174^S06 


Juno 20. 2002 




11 


AOTlicadonNo- 09/343^10 


June 30, 1999 




12 


Patent No. ^165,464 


Maxch 17, 1998 




13 


Pat«itNo*<,3».063 


September 14^ 1998 




14 


Patent No, 6^87,371 June 25, 1999 



o 
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Iiiiciib:ictiW5No. 105^048 
PageNo. 7 

PartE. The parties involved la this iiiUiffereiiee^ 



Named inventofs: 



Junior Party; Genantflch (GreeuA 

Marie L Greeufi;, Penn Valley, PA 
Jfl[£&«y A, I^pcbin, Baltimore^ MD 



Application: (TAB GG5) U.S. AppKcotioix No. 09/15S,&dd» fili:d September 23. 1998 



Tide: 
Assignee: 

Attorneys: 
Address: 



Tteatmefii of Tuzxsoi^ with M oDOcIonal Antibodies Against 
Qncogenfi Antigeos 

Trustees of the Uoivcrsity of PemiisyivaDia 
Nqhb 

See last page 
Sec Idstpaga 



C.) 



(J 
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Interference No, 105»04fi 
Page No. 8 

J\inifir^^^ *v= Cjftnentegh ffitudzialc) 

Named inventorfi: Robert M. Hudsiak, Blodgett^ OR 

Axel IJlliiob, Fcntola Vdltoy, CA 
Brian M. Fendly* Half Moon Bay, CA 

Patent: (TAB GH3) Patent No. 5,720^7, issued February 24. based upon 

U-S. Appficatioa No, OS/345,051, filed November 28, 1994 

Title: In Vivo Tumor Detection 

A$$ig^; Gcnctttecly Inc. 

Accorded Benefit-- None 

Attorneys; See last page 

Addresft: See lasc page 



( ) 



o 



b^yll :d 
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titerfeieticc !No. 1 05,048 
Page No. 9 

Junior ^artv: Cfenrotech ftyudzi^ ^ 

Nuned investors: Rgbctt M. Hudzifik^ Blodgett, QR 

Axel TJlhich, Pomia Val]Q^» CA 
Brim M. Feodly, Hglf Mocm B^. CA 

Patent: (TABGH5) U.S. Balmc No. 5^7^,856»i£$i^ Match lO» 1998, based up^ 

US, Ajjplicarioti No* 08/447»4fi9, filed May i3. 1995 

Hue: Mottccloiial Antibodies Directed to thfiH£R2Recept^^ 

Assignee: GencntftCh, Lie, 

Accorded Boneifit: None 

Attorneys: Sea? last pagjt 

Address: Seela&tpage 



c ) 
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Interference 05,048 
P^geNo, 10 

Named invetitoi*; Ilobtilt M. Hiidziak* CorvaUia, OR 

H. Michael Shqpdrd, Sa»ta Pe, CA 
Aicel Ullrich, PottDla Vfllky, CA 
Briaa M. FexuUy. Half Moon Bay, CA 

Patent: <TAB GH6) U.S. Patrat Ko. 5,720,954. issued Febaiiary 24. 1998, based upon 

US. Application No- 08/4493S3, fil^d May 23. 1995 

Titl'^: Monoclonal Ancibodie$ Diitxted to the HHR2 Receptor 

Assignee; Genentech, inc< 

Accordad BenbeHt: NoD0 

Anomeys: See la^ page 

Address: Seelastpage 



o 
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Interference No, 1 05»04S 
Page? No. 1 1 

Named inventors: IbolicrtM. Hudzi«k,CQivalUs»OR 

H- Michael Shcpaid^ Raocbo Santa Fe, CA 
Axel UllricA, PcrtolA Valley, CA 
Brian M. Pendly* Half Moon Bay» CA 

Patent: (TAB GH7) U.S. PatmtNc. 5,677,171, i$$u«d October 14, 1997. based upon 

U.S. Aivlicagon No, 0S/286»303. filed August 5. 1994 

Tide: MoiM>clonal Antibodies Ditccfed to due HER2 Receptor 

A$$ignec: Gcneittech. Inc, 

Accozxled Benefit: None 

Attorneys: See Isst page 

Address: See last p4g*? 



bl :d 
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Imcrference No, 1 OS^CWS 
Page No. 12 



Junior PartV! Qenttntech Wn^^^V) 



Named inventors: 



Robert M. HudzUlc, CorvaIli$, OR 

Michael Shepard, Rancho Santa Fe, CA 
Axel Ullrich, Portola Valloy. CA 
Brian M. Fcndly. Half Moon Bay, CA 

(TAB <aj8) U.S. Paieot No. 5,77ai95, isyued Jmic 23. 1998, based lapon U.S. 
AppliisationNo, 08/447.517. filed May 23. 1995 



Title: 
Aidgne*?; 
Accorded Benefit: 

Address: 



Monodanal Andbcjdica Du«cted to the HER2 Receptor 
None 

Seelastpa^ 
See last page 



(■"■") 
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Imerferwce No, 105>048 
Pa^geKo, 13 

Junior f arty: Gencntech fHiiAriak^ 

Named invemors; Robert M.Had2ialc»CoivaIIis. OR 

H. Mi c hael SbQi4r4 Costa, CA 
Axel Ullrich, Portala Valley, CA 
Bdaa M, F«tdly, Half Moon Bay. CA 

Pawnt: (TAB GH9) US- Pat&rtt No. 5,772^7, issued June 30, 1 998, based vpon U.S. 

Applicatioa No. 08/447,478, filed May 23» 1995 

Titte: Mcttiocloital Antibodies Directed lo the HER2 Heccptoj: 

Assignee: Gcncntech, Isc. 

AccofnjBd Beneat: None 

Attorneys: See last page 

Address: See last p^e 



( 
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Interference No. 105,048 
Page No. 14 

Jamor Partvr Ggnmteoh /Hudaiak^ 

Named in ventftrs: IWbcrt M. HudzUk; Corvatti^ OR 

Miehdd Shep^ Raodio S^ta Fe, CA 
Axei Ulliicht Portola VaHcy, CA 
Brian M- Feadiy, Half Moon Bay, CA 

Application: (TAB OHIO) U,S- Application No. 10/174,806, filed Jmse 20, 2002 

Tiile: Mcfthod of liie TteatiDg T\iraOT 

Rec^torFuncdoa 

Assignee : Genentfidi^ Lac. 

AttootcyB: See lairt page 

Addr^: See l&at page 



(1 
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J]mi<?r Party; G<^wtt^rh r^rn/iTnflTs) 

Named inveutors: Robert M. Hudziak* Carvallis^ OR 

Michael Sbepar^ tUncho Santa CA 
Axel UQiich, Portola Valley^ CA 
Brian ]M Femity, Half Moon C A 

Application: (TAB GHl 1) U-S- Application No. 09/543^10, filed June 30, 1999 



Title: AiktiboOie^ Dipect^ to die HBR2 Receptor 

Assignee: Geuentech, bic. 

Accorded Benfifit: Non^ 

Address: See last page 
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Named mvfttifora: Aobert M. Hudziak^ CctvalU$, OR 

H. Michael Sh«|]uiid, Rasi&ho Saum Fe. 
Axel IJllrich, P<«ota Vall^, CA 
Brian M. f endly« Half Mooa Bay. CA 

Pattmi: (TABGH12) U,S. Pateitt No, 6,165,464, issued ttecember 26, 2000, based upon 

Application No, 0$/044497» filed March 17, 1998 

Monocloml Aj^^tibodaes Directed to ibe HER2 Receptor 

Oeofintedi* lac. 

None 

S09 k9t p&gc 



Title: 
Assignee: 
Accorded Benefit; 
Attorneys: 
Address: 
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Tuaiflr I^flify: igenentech fflTudzSak^ 

Named invtottors; SjObert M. Hudziak, CorvalUs. OR 

Michael Shcpaxd, RA3ftc^Q Santa Fe, C A 
Axel XJllrich, l*artola Vall^, CA 
Brian M. Pcndly. Half Moon Bay, CA 

Pateit: (TAB QHlB) U-S, Patent No. ^,399,063, ifiSuM Jxwac 4, 2002,based upon U S- 

Applkadoa No, t^/152,654, filed September 14, 1 99S 

Title: Monoclonal Actibodifi$ Directed to the HER2 Receptor 

A3sis^«e: Geamtedtu Inc. 

Accorded Benefit: None 

Attfloieya: See last page 

Address: See last pdg0 
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Named inventors: 



Robert M, Hudzialc Cdtvallis^ OR 
Michael Shepaid^ Rjancho Santa Fe^ CA 
Axel Ullrich, Portola Valley, CA 



Pat^t! (TAB GH14) Patent No, 6,387,371, issued May 14, 2002. based upon U.S. 

Application No, 09/344v073» filed June 25, 1999 



Title: 

Accorded Benefit: 

Aitomeys: 

Addzess: 



Mcmoclonal Antibodies Dixtaitftd to the HER2 Receptor 

Geoentcoh, Inc. 

None 

See last page 
See last page 
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^nrtior Party C^^j) fl^ing^ 

Named inventors; Arthur R Frankcl, Palo Ahn, <1A 

David B. Hittg, RfidwMd City, C A 
Michad J. Bjom^ Heccules^ CA 

Pawttit: (TAB CR2) U.S. Pat^xt Ko- 4.753^94> issued June 2S, 19S8. based upon U.S. 

A{]|>]ic&tioiiNo. 06/690,750, filed J^uaiy 1 1, 19S5 

Mcnodonol And-Human Breaat Cancer Antibodies 

Chiron Cotporadon 

None 

See last ps^c 
SeeUstps^e 



TiUe: 
Assignee: 

. Accorded Beoe^t: 
Anomeys: 
Address: 
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N^med iAVtHtors: 



i\mm Panv; Chimti fRinp) 

David B. Rinfr Redwood City, CA 
Walter LaiTd, Pinole, CA 



Paiera; (TAB CR4) U.S. Patent No, 5.169,774, issued December 1992, based upon 

US, Application No, 07/190,778, filed May 6, 1988 



Title: 

Accorded Benefii: 

Attorneys: 

Address; 



Manodonat Antl-Hixnum Breast Cancer Aidbodies 

Chiron CorpoialiQn. 

None 

Seelastpage 
See last page 
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JmioT Paitv: Ctihon (Rinpf^ 
Named inventcra: David B. Rixig, Palo Alto, CA 

AppBcarion: (TAB C!R6) U.S. Ai»plicatiati No, 0S/486,817> filed June 7, 1995 
Title: Use Of Antibcidy MAl^nndes Specific For Cancer Antigeas 

Assignee:' Chiroa Cofporatiaii 

Accorded Sengjat; Kone 
Attomerys; See last p^c 

Address: S«e last page 



o 
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Named inventors: 

Title: 



if ttnior Party: ChUffpn (Rjpg) 

Dwid B. Rin& Palo Alto, CA 

Atfbui' E, FtttnkcU Winston-Salcm^ NC 



(TAB CR7) U-S. Pateat No. 6.054^61. issued April 25, 2000, based upon U.S. 
Application Nd. 08/483,749. filed June 7. 1995 

Antigen-BindiAg Sites of Antibody Molecules Specific for Cfldccr 



Assignee; 
Accorded Benefit: 
Anomeys: 
Address: 



Chirm CoipOTfttion 
None 

See last p«^e 
See last page 
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bsmqr Pffrty: Chjy9Ji {Rl^fl) 
Named inventcsrs: D&vid B, Ring, Palo Alto, CA 

AppUc^ou; (TAB CRSJ U.S. Application No, 08/477,512, June 7, 1995 



Title; 

A£S]gnee: 
Accoinded Benefit: 
Attorneys: 
Ad dr es s; 



Asligen-Bindkig Sites Of Antibody Molecules Specific For Cancer 
Antigens 

ChirozL Cozpoitttion 
None 

See 1^ page 
See lQ9t page 



mii^m) mmm « iszs-938-0K:ais3 1 ooo89^z:siNa » i/z-ddXd3-oidsn:MS .Nii mm vam^ m oeu;:; mum iiom * mi asvd 



Irrter&renceNo. 105,048 
PagdNo. 24 



PftrtF, Count and eUfm* of ibe parties 

Ccnnt 1 

Aitoonoclonal antibody accordiog to Claim 41 of Hudziak ct al,, U.S. Application No, 
10/174.806. 



C) 



The claims of the parties are: 

Greene U.S. AppUcation 09/158.899 (TAB <3G5) 

Hudzialc s; Patem No. 5,720^37 (TAB CffiS) 
HtjdziaJc U. S. Patttii No. 5,725,856 (TAB GH5) 
Hvdziak U, S, Patau No. 5.720.954 (TAB GH6) 
HtiAdak U. S. Patau No,5.677J71 CTAB GH7) 
Hudziak U. S- Patent No.5.770,195 (TAB CHTS) 
H\«Ldak U S. Patent No.5,772^ (TAB GH9) 
Hudziak U. S. AppEcationNo- 10/174,806 (TAB GHIO) 
Hudziak U. S. j^licsatton No. 09/343.3 10 (TAB GHl 1) 
Hudziak U, S. Patent No. 6^165,464 (TAB GHI2) 
Hudziak US, Patent No. 6^99,063 CTAB GH13) 
Hudziak S. Patent Nd.6,387.371 (TAB GH14) 

Frankd, US. Pateni No^ 4,753,894 (TAB CR2) 
FttinkeU U S, Patent No. 5,169.774 (TAB CSU) 
Ring, U^. Application No. 08/486^817 (TAB CR6) 
RiAg,U,S. Patent No. 6,054^61 (TAB CRT) 
Rin£^ AppUcation No, 08/477^12 (TAB ««) 



Claims: 3-5 and 23-29 

Claims; VlO 
Claims: 1-26 
Claims: 1-35 
Claims: 1-39 
Claims: 1-36 
Claims: 1-13 
Claims: l,40and4l 
Claims: 40-48 
Claims; 1-1 1 
Claims: 1-lg 
Claim;s: 1-14 

Claiiw; 1-^9 
Claims; 1-4 
CiAimar 88-U$ 
Claims: 1-31 
Claims: 38-46 
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The claims of the parties wliich ci»te$pOttd to Count I arc: 

Qn«ne US, Application 09/158*899 0"AB GG5) 

Hudsdak U, S. Pateni No. 5,720,937 CTAB GH3) 
HudziakU. S.PatcmNo-5.72S.te6 (JAB 005} 
Hudziak U. S- Patent No, 5,720,954 (TAB OHfi) 
Hudziak U. S. Patent No.S.«77a71 (TAB QHT) 

Hudziak U- S, Pateit No,5,770,195 (TAB 
Hudiiak U. S. Patent No J,772,9&7 (TAB OH9) 
Hudziak U. AppUcatiott No. 10/174,806 (TAB GHIO) 
Htid^MkU S, Applicatioa No. 09/343310 (JAB GHH) 
Hudaiak U- S, Patent No, 6,16S,464 (TAB GH12) 
Hudziak U,S, Patent No. «3»,063 (TAB GH13) 
Hudziak U, Patent No.63S7,371 (TAB C3H14) 

Frankcl, U.S. Patent No, 4,753,894 (TAB CR2) 
Ftankel, U.S. Paiiat No. 5,169,774 (TAB CR4) 
Jtinfi. U.S. Application No. 08/486^17 (TAB CR6) 
Ring, U.S, Patfflit No. 6,054,561 (TAB CRT) 
Ring, US. Application No. 08/477.512 (TAB CR8) 



Claims: 3-5, 23, 26-27 and 29 

Claims: 1-7 and 9 
aaiim: M2 and 14-26 
Claims: 1^21 and 23-35 
Clainifi:l-6, S-22, 24. 26 and 
28-39 

Claims: 1-36 
Claims: 1-13 
Claims: 1,40 and ^1 
Clafaa$: 40-48 
Claims: l-ll 
Claims; 1-15 and 17^18 
Claims: 1-Z4 

Claima: 1-15 and 20-29 
Claims; 1 
Claims: 88-115 
Claims: 1-31 
Claims: 38^6 
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The r:lriiTTw of the parties which do not correspond TO Count aaid therefore are noi 
involved in the inter&renee, are: 



Gieene U.S. Applioation 09/l5S»S99 (TAB G<j5) 

Hud2iak U S- Patent No. 5,720,937 (TAB OI3) 
Hudziak U- S. Pamm No. 5,725,856 (TAB GH5) 
Hudziak U. Patent No- 5,720,954 (TAB <SH6) 
Huddak U, S. Patent No,5.677.171 (TAB GHT) 
Hudziak S, Patesr No.5,770,l$5 (TAB GHS) 
Hudziak U, S. Pattent VSo,5,T72jd97 (TAB QH9) 
Hudziak U. S, Applfcad<Hi No, XOn 74,806 (TAB GHl 0) 
Hudziak U. S, ApplicatioaNo.09^43JilO(TABGHll) 
Hudziak U. Patent No, 6.165,464 (TAB QH12) 
Hudziak U.S. Patent No, 6.399,063 (TAB <3H13) 
Hudziak U. S. Patent No.6,387,371 (TAB GHI4) 

Frankcl. US. Palcm No. 4,753,894 (TAB CR2) 
FiankeL US, Patent No. 5.169,774 (TAB CR4) 
Ring, U,S, AppUcation No. 08/486^817 CTAB CR6) 
Ring, Patent No* 6,054,561 CTAB CRT) 
RiAft U.S, Applicanoi! No. 08/477^12 (TAB CRS) 



CIaini$; 24-25 and 28^29 

CWiti*: 8 and 10 
Claims: 13 
Claims: 22 

Claims: 7, 23> 25 and 27 
Claitos: None 
ClaiiM: Nottc 
Claims: No<ne 
Claims: Noae 
Claims: None 
C^laims; 16 
Claims: None 

Claims: 16-19 
Claims; 2-4 
Claim3:Ncne 
Claiins: None 
Claims: None 



zt-soiiss-uiui) NoiiViina « is/?-s;8-0K:ais3 <00089tz:siNoai2-diixd3-oidsn:iiAS«[3ui!i mm luaiseg] Nd fim mum amhmt 39Vd 

■ — • ■ -^vMvv»-tw i-v*^ r-U94/uoD r-ui^ 

latcrfefmcc Na 1 0S,048 
Page No, 27 

PartG. Hfididijig to be it9eil on papers 

Tlie following beading siiall be used on p^crfi filed in. the interfecence. See § IS of the 
STANDING ORDHR, 



Paper ^ 

Filvd on bcihaif of {name of pvcty] 
By! Nairn of Ie«diuitmscl£&q, 

Name of baelcup coansel, Esq. 

Fax: 

UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APlPEALS 
AND INTERFERENCES 



GENENTECH 
jumarpBity 



CHISON 

( / Junior Party 



FaXtaX Xaterfmnoe No. 10S,04S (MPT) 



TITLE OF PAPER 



' I^XM » hlinlc line biQcause tiw boftr^ aatijfru die p«3>eT numbfar. 
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PartH. Sununaryof date^fovtaldiig 

Times for tddng action are set out in thfi £>llowing seeiidns of tiie STAMPING ORDER: 
i< §7; date Ibr ideattfying 1^ and ba^^u^ 

ii. §S; dMefotidentiQwg any Et^ party iiimteriest. 

iii. § 9: dAte for requesting copies of involved and bftnefit applications and 

iv. §17: dateforfifiiigli$tofprc)po$<idpiolimin^ 
V. g 19: dale for accompUshing cmain discovery. 

vi. §20: daiefetT filing clean copy of obdms. 

vii. §21: date for fiHjigcJean copy of claims in ca8e$wiib 

claims containing ^ means plus Atneiioa limitation, 

vili. % 23: dam fiar filing oppositions to Rule 635 iniscell4ncous modons and 
dates ibr filing replies to oppositions. 

ix. § 33: date fox objecting to admissibility of evidence, 

X. § 34: date for serving supplcmfintal affidaviis or evidepce to ixspond to 
^ objection to arlUxussibiiity of evidence, 

xi. §35: dales ^encros&^amination can take place. 

xiL i4S: dates for takiniS action with respect to settlememdiscusfliot^ 
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PartL Order form for itquestlkig file copies 

FDUB COPY REQUEST 
£iterferencc I0S,048 

A copy of Part E of this NOTICE DECLARING INTERFERENCE shoul4 be attached to ttds 
FILE COPY REQUBST, with a ciicLe by band annind patents and applicatious for which a 
copy of a file wraiiper is desired. 

To facilitate p^ocefismg of ^& FELE COPY R£QtJHST» the fbllowicg infomiatioa should be 
included: 



L Charge fees to USPTO Deposit Accoutu No. . 

2. Complete address, uioludins street, city, staco, zip code aad t«l^hcne mimber (do not 
a Post Office box inasmuch as file copies sent via commeicial overnight courier). 



Telephone^ including aiea code: ^ 

V 



(...) 
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PartX Signftture of admiuhtrAtive patent jndee 



Date: October 24, 2002 
ArliiLgton, V A 

Eac:* (Via F«da:al Expiosfi Only) 

Copy of STANDING ORDHl 

Copy of "Hudziak" Patent Family Tree 
Copy of **Gttic]ie" Patent Family Treo 
Cc^y of '"Ring" Pawflit Faniily Itee 



*C6pi6a of QeoemeGh's and Chiron's involvad claims may be found in Paper Noa, 17 tmd 
18 of Iiacrojcf^itono© Na. 105,022. 



lorerfertoceNc. 105,048 
Page No, 30 



Michoel P. TIcmey 
Admmistrativie Patent Juxige 
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Attorney ftjrciiinto: 

'thOMB,Ciotfi 

755 Page MiUItaad 
PaloAlW>,CA 94304 

Tel.; 650-813^5600 
Fax: 650-494-0792 



